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IV. REMARKS/ARGUMENTS 

A. Status of the Application 

Claims 1,3-4, 8-18, 22, 25-26 
amended. Claims 2, 5-7, 19-21, 23-24 



mail 



None of the amendments made mrejn 



made to 



Rather, the amendments made herein ar< 
claims of varying scope. 

Reconsideration of claims 1, 3-^,: $-l|p; 2g 
remarks is respectfully requested. 

B. Rejections under 35 U.S.C. S fejagofc 



'.: j 

; i 

: j, 

:1 I 



Claims 1-6, 8, 9, 12-15 and 20 starid 
No. 6,013,323 to Klayder et al. ("KliycferNb^ 



been cancelled. Insofar as it may be ap jjlijed 
traversed* 

Claim l s as amended, is drawn iq a s§ray|1>le 
aqueous silicone microemulsion, ah epni!Ui!ft 
microemulsion includes amino fiinctloiaiisi] 



dir&tl) 



Claims 3-4, 8-9 and 12-15 depend, 
matter of claim 1. 

Under the patent statute, a paten cl^Jm i 



by a prior art reference under 35 Uj.S 



requires that each and every elemen; of 



reference* See, e.g., In re Spada,?U 
v. Suzuki Motor Co., 868 F.2d 1226| Sj!Lj.S 
Century Steps. Inc., 850 F.2d 675, |7 b-SJ 



Jejecftd Wider 35 ^J.S.C § 102(b) over U.S. Patent 
A:; noted above, claims 2, 5-6 and 20 have 
to tie piesent claims, this rejection is respectfully 



;<p.i§ 



J 



hnfr 3(0-^7 aje p^idinfr Claims 1, 4 22 and 26 have been 
cancelled. 

to the present rejection of the claims, 
the Applicants' patent portfolio with 



19 aife 
in 



raihtnce 



40 cSt to 500,000 cSt at room tempera? re c spe lied 

surfactants and cosurfactants having i interatrial; 

.i ; I . • * 

silicone fluids in the water to the extjent that the 
fiom io to 100 microns. The- ting jjagjnt is a polyalkyleneoxide modified 
heptamethyltrisiloxane wetting agent :crj« iuel:g tie surface tension of the silicone fluids. 

fiibm and include all of the subject 



F,Zd|7(l5, Ij 

>:Q!2d 



con s 



ridirectly. 



02. 



•esponse 



2!^26 and 30-37 in ligjit of the following 



sys tern End 
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fluids 



iire dressing composition that includes an 
a wetting agent The aqueous silicone 
having viscosities ranging from about 
m water. The emulsifier system includes 
hm Jtionalities to emulsify and disperse the 
sp ilsed silacsohe fluids have a droplet size of 



timiUlid if the claimed invention is anticipated 
Federal ;Circuit has held that anticipation 
tjie l^aipBd favention.be disclosed in a single prior art 
P.Q2d 1655 (Fed, Cir. 1990); Richardson 
(FecL Cir. 1989); Diversitech Corp. v. 
5 {Fed. Cir, 1988); Orthofdnetics, Inc. v. 



1913 
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: !uwl»kU oil- inMfrb? ikn 
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acryltte % rcfarier 



mieoiii 



itp il.jmjjabl 
i6sc|dr!tigg<|st 



[e -raWsr than a gelled tire dressing 
aisprayable composition* Accordingly, 
bteknent 6 f inifejpi^dent claim 1 . 
t jiiscl|sd : ' sjfch and: ;cv«?ry element of claim l t Applicants 
tfiWApj §10^(b) over Klayder '323 should be 
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Safety Travel Chairs. Inc, 806 F,2*l It 

there must be no difference betwpei 

viewed by a person of ordinary ski 

v. Genentech, Inc., 927 R2d 1665, 

as provided in MPEP §2131, "[t]o 

the claim...". 

In light of the foregoing, 

claim 1 and dependent claims 3-|k anq 12 

§ 102(b). Klayder '323, however, does 

1. Specifically, Klayder '323 relates 

waxes and protectants that include |to 

Klayder '323: 

"The acrylate thickener i 
does not run or drip . . 

It is to be noted that the compefeitifchj) 

"gelled'* and including either the 

which clarity is not required. 

In contrast, claim 1 is 
composition. Klayder 4 323 does 
Klayder '323 does not disclose e* 

Thus, as Klayder '323 dc 
submit thai the rejection of cla 
withdrawn* 

As noted above, claims 3 
include the subject matter of claiti j 
35 ILS.C. §102(b) over Klayder 4 
above with respect to claim 1 . 

In view of the foregoing, 
and 20 under 35 U.S.C. § 102(b) i 



gjitici iatel a lclaim, t id reference must teach every element of 



K iaydei' >?il!ma|sf : disdose alii' of the elements* of independent 

sustain jthe rejection under 35 U.S.C. 
dilsllosl bach and ;eveiiy element of independent claim 



ijlb Q£< 1081 (Fed. Cir. 1986). For anticipation, 



2W 
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d^rme^ indention anjd the reference' disclosure, as . 

fi^tld ot&e Invention.! Scripps Clinic & Res. Found; 



(Fed. Ck. 



1991) (emphasis added). Also, 



epHei silicone compositions; particularly 
As disdosed at column.3, lines 9-1 1 of 

ms< osity -to tit^e formulation so that it 



3^3 are consistently described as being 
a polymeric thickener in instances in 



:.L'J 



depend, directly or indirectly, from and 
i rfe^cfipnlof claims 3-4, 8-9 and 12-15 under 
mldlbeiMtokawn folr dt least the same reasons as noted 



t ml the rejection of claims 1-6, 8, 9, 12-1S, 
withdrayfi. 
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Claims 1,3, 5,6,8, 18 
No. 5,759,983 to Mondin ct bL (41 
cancelled. Insofar as it may bd : 
traversed. j; 

As noted above, claim 1, ajs ami 



is amino 



I 




100 



um 1, n[ >m 



\i disc Ic^eadi and 
tc| a rm;rOi mul>ion co 



dfied 



at 



that includes an aqueous silicone i dcroetoulsic n, j 

j;, i 

aqueous silicone microemulsion bi 
ranging from about 40 cSt to $1)0, 
emulsifier system includes 
emulsify and disperse the silico: 
fluids have a droplet size of from 
modified heptamethyltrisiloxane jciwi 
fluids. Claims 3, 8 and 18 depad,|| 
matter of claim 1. 

In light of the authorities rib" 

j III 

independent claim 1 as well as debet* 
U.S.C. §102(b), Mondin 4 983, ^ ~- 
authorities because Mondin '983 ji 
1. Specifically, Mondin '983 rekte^ 
surfactant, a polyalkylene oudRH 
ethoxylated polyhydric alcohol tjjjjpe 
water. 

In contrast to claim 
microemulsion that includes anuljb 
about 40 cSt to 500,000 cSt at roi li 

Accordingly, Mondin *98| 
claim 1. Thus, as Mondin *983 
submit that the rejection of claifla 
withdrawn. 

As noted above, claims 3 
the subject matter of claim 1 



ilobsiiipt ihuet 



i i 



83 d 
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iker S3iU.S.C§ 102(b) over U.S. Patent 
rioted ab^ye, claims 5-6 and 19 have been 
t claims, this rejection is respectfully 



^ljilimy 
nagjju 



oruil 



c:discO! 
u idfer : S 



it each 



II 



ism: 



jecti >ri 



spr&yable tire dressing composition 
tuisifeJ system and a wetting agent The 
i anal silicone fluids having viscosities 
^p^ture dispersed in water* The 
its having interfacial functionalities to 
ti e extent that the dispersed silicone 
e wejtting agent is a polyalkyleneoxide 
iucinj; the surface tension of the silicone 
ftom and include all of the subject 

must disclose all of the elements of 
18 ibb sustain the rejection under 35 
he standard required by the above 
eVeiy element of independent claim 
osttion that includes an anionic 
siloxane, a secondary alcohol, an 
ekium sii fate heptahydrate, perfume and 

t f 

I i 
I 
I 



disclose 
fliiids 



or suggest an aqueous silicone 
laving viscosities ranging from 
iftwater. 

<s4 tjach 1 and every element of independent 



evjery element of claim 1, Applicants 
) over Mondin '983 should be 



dilreetiy or indirectly, from and include 
claims 3, 8 and 18 under 35 U.S.C. 
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i 



§102(b) over Mondin '983 shoulfl 
with respect to claim 1 . 

In view of the foregoing, 



and 19 under 35 U.S.C. § 1 02(b) oafcr 

I 

C. Rejections under 35 ul i 



To establish a prima facw 
criteria must be met. First, therep in 
themselves or in the knowledge gen< 
the reference or to combine the 
expectation of success. Finally, 1 j ie 
all of the claim limitations. The tisacj 
reasonable expectation of succesli 
disclosure. In re Vaeck 9 947 F.2#|4 
even one of these criteria is not nijEft, 
A Motivation to 



ppiqlnts 
tindix 



Obviousness can only be 
prior art to produce the claim id 
motivation to do so in the reference: 
of ordinary skill in the art. In re 
statement that modifications of thjci 
within the ordinary skill of the 
references relied upon teach that 
the art is not sufficient to estatriik; 
reason to combine the teachings of 
(Bd. Pat. App. & Inter. 1993). (h«j 
Cir. 2001), noted that "deficients 
general conclusions about what 
in the art. Id. at 1697. In oth^r 
examiner on what constitutes the 
knowledge is not based on any 



be vithdlavm for It'ha&t !the same reasons as noted above 



isobgsi fcgesii 



as 



tariajfc e to din i of Ordinary skill in the art, to modify 



Lshcli 



! i 



! 



tfc at t «! rejection of claims 1 , 3, 5, 6, 8, 1 8 

;ivi|h±iawzi. 



iness 



IL 



t3 ntakbthe 



be fbjut|#im jwtoi} art, and not based on applicant s 
lUl )Jl *m> MPEP § 2142 at 2100-124. If 



facie 
BhcMi 



:t 
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i<Urj 35 U,S,C. § 103(a), three basic 
<ir iribtivation, either in the references 



Sjecoiid, there must be a reasonable 
combined must teach or suggest 
claimed combination and the 



I I 



(Fed 



'comkn 

s -hi 



modifying the teachings of the 
some teaching, suggestion, or 
bob wledge generally available to one 
Cir. 1988). A mere conchisory 
invention would have been "well 
. fiivention was made" because the 
ini^aition were individually, known in 
of -obviousness without some objective 
^Levengood, 28 U.S.F.Q,2d 1300 
ftirko, 258 F.3d 1379, 1385 (Fed. 
oaitaiot be remedied by the Board's 
bn sense* to one of ordinary skill 
[y proscribes any reliance by an 
«Jifin!tfre art, when the assessment of that 
idtore recently, the Federal Circuit 
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reiterated this position in In re Le 
nor the Board adequately suppoi 
obvious that which [patentee] desc l 
If a proposed modificat jn 
unsatisfactory for its intended pu &o§ 
proposed modification. In re Gord m, 
There Must Be a R< 



The prior art can be modi: 
as there is a reasonable expectati in <pj 
Cir. 1986). Evidence showing that 
finding of nonobviousness. In re 

All Claim Limitations 



To establish prima facie cfbvi 
must be taught or suggested by 
other words, "[a]U words in a cli 
against the prior art," In re Wihi 
non-obvious under 35 U.S.C. §1 
Fine, 837 F.2d 1071 (Fed, Cir. 19 



Claims 16, 17, 21, 22, 24 
over Klayder '323. As noted 
may be applied to the present cl 

Claim 1, as amended, is 
aqueous silicone microemulsion, 
microemulsion includes amino 
40 cSt to 500,000 cSt at room 
surfactants and co surfactants 
silicone fluids in the water to th< 
from 10 to 100 microns, 
heptamethyitrisiloxane wetting 



8) 



mi 



be 



61 



ioA 



31 



irejictii 



re m 



re 



[ami* 



and 



flub 
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ttU feet that "neither the examiner 
ii^fitxi of the ... references to render 
#)£d 1430 (Fed. Cir, 2002). 

! i ■ 

pjrilcitf art teaching being modified 
ion or motivation to make the 



;he 



@014 



as prima facie obvious as long 



Co., Inc., 800 F.2d 1091 (Fed. 
Expectation of success supports a 
tl|.A. 1976). 
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iiiveoiion, all of the claim limitations 
F.2d 981 (C.CPA. 1974). In 
|j^dgpag the patentability of that claim 
)). If an independent claim is 
Itherefrom is nonobvious. In re 



ejected under 35 U.S-C. § 103(a) 
ive been cancelled. Insofar as it 
[j$r traversed. 

Lg composition that includes an 
agent The aqueous silicone 
viscosities ranging from about 
The emulsifier system includes 
to emulsify and disperse the 
me fluids have a droplet size of 
!:U polyalkyleneoxide modified 
ion of the silicone fluids. 
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Claim 22, as amended, is d 
coating on a tire by spraying on th< 

Applying the criteria set foi th 
or suggest all of the limitations OT cli 
which depend, directly or indirectljk 

Specifically, Klayder *32 \ 
composition or a method of forming 
dressing composition. 

In addition, there is ho sug jest 1 
the limitations of claims 1 and 22 
*323 would involve modifying t ie 
require removing the acrylic thic cen 
record that would provide a sugjgesfj 
compositions of Klayder '323, 
compositions of Klayder '323 tc 
success. 

Accordingly, Applicants sjkbr 
has not been made with respect to 
facie case has been satisfied* Apjpl: 
respect to claims 16, 17, 25-26, 
from claims 1 or 22 for at least thi i 

In view of the foregoing, 
24-28, 30, 31, and 34-37 under 35 

Claims 10, 11, 16 and i f 
Insofar as it may be applied to th€ pi 

Claim 1, as amended, is < 
aqueous silicone microemulsion, 
microemulsion includes amino 
40 cSt to 500,000 cSt at room teknj 
surfactants and cosurfactants hi vinte 
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durable, shiny, water, repellant 
l|t ijwi as set forth in claim 1 . 

r *323 does not teach, motivate 
, 17, 25-26, 30, 31, find 34-37 

er of claim 1 or claim 22. 
st a soravable tire dressing 
,ng on the surface thereof a tire 



ho; 



it 



Klayder *323 to include all of 
ijpf the compositions of Klayder 
sprayable which: likely would 
. There is no evidence in the 
a modification of the gelled 
motivation to modify the -gelled 
no reasonable expectation of 



if obviousness over Klayder *323 
lq|of the three criteria of the prima 
prima facie case also fails with 
depends, directly or indirectly, 
\ vith respect to claims 1 and 22. 
ection of claims 16, 17, 21, 22, 
5 '323 be withdrawn. 

X. §103(a) over Mondin '983. 
is respectfully traversed. 

composition that includes an 
agent The aqueous silicone 
viscosities ranging from about 
The emulsifier system includes 
to emulsify and disperse the 
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ill 



silicone fluids in the water to the 
from 10 to 100 microns, 
heptamethyltrisiloxane wetting ag^fit fp£ 

Applying the criteria set 
motivate or suggest all of the lim: 
directly or indirectly, from and incjfcid 

Specifically, Mondin 6 98 
composition that includes an i 
microemulsion includes amino 
40 cSt to 500,000 cSt at room tern 

In addition, there is no sug|esi 
the limitations of claim 1. 
microemulsion compositions of ftflond 
oxide-modified polydimethyl silo;:aru 
type compound, magnesium sulfate 
silicone microemulsion in which 
about 40 cSt to 500,000 cSt at 
reasonable expectation of success 

Accordingly, Applicants 
has not been made with respect 
case has been satisfied. Applicant} 
to claims 10, 11, 16 and 17, eac] 
least the same reasons as noted 
Applicants request that the rejectjfm 
Mondin '983 be withdrawn. 



Claims 1-6, 8-12, 14-19, 
§l03(a) over U.S. Patent No. 5*61 
5,183,845 to Parkinson et al. C 
27-28 have been cancelled. Insofar 
respectfully traversed. 



ose 



ion 
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;e fluids have a droplet size of 
J; polyalkyleneoxide modified 
ledon of the silicone fluids. 
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Mondin '983 does not teach, 
D, 11, 16 and 17 which depend, 
1. 

;est a sprayable tire dressing 
in which the aqueous silicone 
viscosities ranging from about 



Mondin '983 to include all of 
:or motivation to modify the 
ionic surfactant, a polyalkylene 

i \ iethoxylated polyhydric alcohol 

j. 

gi to further include an aqueous 
nuipp having viscosities ranging from 
in water, there could be no 

< ijf obviousness over Mondin *983 
three criteria of the prima facie 
rinl| fecie case also fails with respect 
;ly i j!r indirectly, from claim 1 for at 
cHaiffll 1. In view of the foregoing, 
under 35 U.S.C. § 103(a) over 



stand rejected under 35 U.S.C. 
^<H") in view of U.S. Patent No. 
|ve, claims 2, 5-6, 19, 21, 24 and 
present claims, this rejection is 

if 
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As noted above, claim 1,4^ 
that includes an aqueous silicone 
aqueous silicone microemulsion 
ranging from about 40 cSt to 
emulsifier system includes surfa tic 
emulsify and disperse the silicon i 
fluids have a droplet size of from 
modified heptamethyltrisiloxane 
fluids. 

Claim 22, as amended, is 
coating on a tire by spraying on th s 

Applying the criteria set fii rthj 
or in combination, do not teach, 11 idti 
claims 3-4, 8-12, 14-18, 25-26, 3 >3f 
include the subject matter of clain: I 

Specifically, Estes '208 i tet 
silicone component and an acryli ; 
the silicone component of the pn: tea 
of a polydimethylsiloxane that is sfai 
siloxane micrbemulsions of Est^p ■ , 
micrometers to 0.35 micrometers 

In contrast, claim 1 is din t&i 
method of forming a coating ci a 
composition that includes an aqu 
fluids having viscosities ranging 
dispersed in water and the disj a?si 
microns. 

Estes '208 does not discldse 
on the surface of a tire a tiie 
microemulsion in which amino : tils 
40 cSt to 500,000 cSt at room 
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Uyable tire dressing -composition 
sfjrstetn and a wetting agent The 
jicone fluids having viscosities 
dispersed in water* The 
interfacial fi&c^onaUties to 
tent that the dispersed silicone 
g agent is a polyalkyleneoxide 
surface tension of the silicone 

durable, shin^^water repellant 
ion as set forth in claim 1. . 
208 and Paridhson '845, alone 
tations of claims 1 and 22 or 
directly or indirectly, from and 



face protectant that includes a 
1. 1, lines 62^5 of Estes 4 208, 
us emulsion or microemulsion 
c or nonionic surfactants. The 
bles having a ctiameter of 0.05 
'208. 

lion and claim 22 is directed to a 
surfece thereof a tire dressing 
which amino functional silicone 
,i 100 cSt at room temperature are 
droplet size of from 10 to 100 



of forming a coating by spraying 
includes an aqueous silicone 
viscosities ranging from about 
and the dispersed silicone 
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22 



fluids have a droplet size of from 
each and every element of indepen [ em i i 
Parkinson '845 was cited for ftp 
the deficiencies of Estes '208 witt n 
22. 

Accordingly, Estes *208 ard 
limitations of independent claims ' aj 
8-12, 14-18, 25-26, 30-34, 36 an< 3 
obviousness is not met because neither 
teach each and every element of tij t c 

In addition, there is no su 
to include all of the limitations o: 
for modification of Estes '208 or 
in which amino functional silioc 
500,000 cSt at room temperature 
droplet size of from 10 to 1 00 mic mi J t 

Accordingly, Applicants si ibt : it 
view of Parkinson '845 has not 
three criteria of the prima facie ca se 
facie case also fails with respect! to 
which depends, directly or indirei tijj, 
above with respect to claims 1 ant 
In view of the foregoing, 
21, 22, 24^28, 30-34, 36 and 37 
'845 be withdrawn, 

D. Conclusion 

Claims 1,3-4, 8-18,22, 
view of the foregoing, allowance^ 
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jy, Estes *208 does not disclose 

and 7607 but does not supply 
claim 1 or the method of claim 

motivate or suggest all of the 
it thereon, namely, claims 3-4, 
ion of a prima facie case of 
'845, alone or in combination 



Estes '208 or Parkinson '845 
iroper suggestion or motivation 
peous silicone microemulsion 

I ranging from about 40 cSt to 
| dispersed silicone fluids have a 
ile expectation of success, 
jf obviousness oyer Estes fi 208 in 
U 1 and 22 because none of the 
its further submit that the prima 
J-26, 30-34, 36 and 37, each of 
< | least the same reasons as noted 



ion of claims 1-6, 8-12, 14-19, 
testes '208 in view of Parkinson 



in the present application. In 
My requested. 
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The examiner is invited to 
the opinion of the examiner such 
and examination of this applicatior ; 
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